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DECI S| ON ON APPEAL
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final rejection. These clains constitute all of the clains

pending in this application.

We AFFI RM I N-PART and enter a new rejection pursuant to

37 CFR § 1.196(b).

! Application for patent filed March 27, 1995.
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BACKGROUND

The appellants' invention relates to a disc brake
assenbly. An understanding of the invention can be derived
froma reading of exenplary claim1l, a copy of which appears

in the opinion section bel ow

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Kawase 4,471, 858 Sep. 18,
1984

Fel dmann et al . 4, 600, 090 July 15,
1986

( Fel dmann)

Tarter 4,705, 146 Nov. 10,
1987

| washita et al. 5,363, 943 Nov. 15,
19942

(I'washi ta)

Hunmel et al. 5, 535, 860 July 16,
19963

(Humel )

Claim1l stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Tarter in view of Fel dnmann.

2 Filed Cctober 8, 1992.

3 Effective filing date March 23, 1994.
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Claim2 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Tarter in view of Feldnmann and further in

vi ew of Kawase.

Claim3 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Tarter in view of Feldmann and further in

vi ew of |washita.

Claim5 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Hunmel in view of Fel dnmann.

Claim 6 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Humrel in view of Feldmann and further in

vi ew of |washita.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 10, mailed COctober 8, 1996) and the answer (Paper No. 16,
mai l ed July 8, 1997) for the examiner's conplete reasoning in

support of the rejections, and to the brief (Paper No. 15,
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filed March 26, 1997) and reply brief (Paper No. 17, filed

Septenber 5, 1997) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established by
presenting evidence that the reference teachings woul d appear
to be sufficient for one of ordinary skill in the relevant art
having the references before himto nake the proposed

conbi nation or other nodification. See In re Lintner, 458

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore,

the conclusion that the clainmed subject matter is obvi ous nust
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be supported by evidence, as shown by sone objective teaching
in the prior art or by know edge generally avail able to one of
ordinary skill in the art that would have | ed that individua

to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based
on 8 103 nmust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See |In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we turn to the rejections of the

clains on appeal nmade by the exam ner.

Clains 1 to 3

W w il not sustain the rejection of clainms 1 to 3 under

35 U.S.C § 103.
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| ndependent claim 1l reads as foll ows:

A di sc brake assenbly having a pair of brake shoes
each with a friction pad nenber to be pressed into
contact with a disc rotor having a circunferential |ength
secured for rotation with a road wheel of an autonotive
vehi cl e, wherein upon contact with the brake shoes, the
disc rotor oscillates at a three-nodes dianetric node,

wherein each friction pad nenber of said brake shoes
has an upper portion with a total width determ ned to be
| ess than substantially 1/12 of the circunferenti al
| ength of said disc rotor at a position where said rotor
is brought into frictional engagenent with the upper
portion of said friction pad nenber so that the friction
pad nmenber reduces oscillation frequencies of said disc
rotor so that occurrence and | evel of brake noi ses
noti ceabl y decrease.

Tarter's invention relates to a disc brake having first
and second pads whose surface area that engages a rotor has an
arcuate length that is |less than that which would excite
certain nodes of vibration of the rotor to substantially
elimnate the creation of undesirable noise. As shown in
Figures 1 and 2, a disc brake 10 includes a rotor 12 with a
hub 14 that is carried on bearings 16 and 18 on shaft or axle
20. A generally C-shaped caliper 28 surrounds rotor 12 and is
secured to support 26 by an anchor plate 27. Caliper 28 has a
front or outboard leg 30 and a rear or inboard | eg 32

i nterconnected by a bridge portion 34. The inboard cali per
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|l eg 32 contains a hydraulic actuation piston 36 which is

| ocated in bore 38 connected to a source of operational fluid.
Pi ston 36 engages backing plate 40 of the inboard friction pad
42. An indirectly actuated outboard friction pad 44 has its
backi ng plate 46 connected to outboard | eg 30. Wen hydraulic
fluid is supplied to bore 38 through inlet port 48, piston 36
nmoves i nboard pad 42 into engagenent with face 50 on rotor 12
wher eupon cal i per 28 slides on pins to nove backing plate 46
toward rotor 12 causing outboard pad 44 to engage face 52 on
rotor 12. Figure 3 is a table illustrating the nmeasured

natural frequency of the rotor of the disc brake of Figure 1

Tarter teaches that Figure 4 shows the geonetrica
correlation that exists between the footprint 80 of the
friction pads 42 and 44, respectively, and the nbde shape
corresponding to five nodal diameters (a-e) and a natural
frequency of 7000 hertz. It can be seen that the footprints 80
of the friction pads 42 and 44 are the sane as shown in Figure
4. The footprints subtend an angle equal to that subtended by
a whol e nunber of adjacent nodal dianeters, in this case,

three. Tarter states (colum 3, line 59, to colum 31) that
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[i]n order to determne if this geonetrical relationship
is indicative of a real physical effect, or is nerely
fortuitous, a set of friction pads 42' and 44', shown in
FIG 5, which had previously squeal ed at frequencies of 2
to 15 kHz with a nedi an frequency of 7 kHz were bevel ed
on both sides to reduce the footprint of the pad on the
rotor to 50% of its original value. Wen retested using
t hese pads, the brake squealed at 17 to 18 kHz with a
medi an frequency of 17 kHz. FIG 6 shows that the
footprints of bevel ed pads 42' and 44'. Footprints 82
subt ends an angl e subtended by three whol e adj acent nodal
di aneters, for the node having a total of ten nodal
dianeters a'-j', corresponding to a natural frequency of
16.5 kHz.

These experinental results indicated correlation
exi sts between the footprint of the friction pads 42 and
44 on the rotor 12 and the axial node of rotor vibration
that is excited by the pads 42 and 44. Exciting an axial
node of rotor vibration can potentially excite any
torsional nodes of rotor vibration. However, elenentary
vi bration theory shows that a resonant systemis nore
sensitive to vibration that is less than its natural
frequency rather than greater than its natural frequency.
Hence, if a higher frequency axial node is excited, it
becones less likely that | ower frequency torsional nodes
woul d be excited. Since the ability of the total human
popul ation to hear squeals drops off as the frequency
i ncreases, sufficiently high frequencies that produce a
brake squeal can be disregarded. Thus brake squeal
conpl aints can be expected to decrease as squea
frequency increases. The above test indicated a
beneficial effect on brake squeal by decreasing the
friction pad footprint since higher and hi gher axi al
nodes are excited as it decreases, which in turn
decreases the possibility of exciting torsional nodes.

There is, however, a serious objection to gross
reductions in friction pad area, nanely that wear is
substantially increased. Wiat is wanted is a nethod of
obtaining the hel pful effect of area reduction, while
keepi ng the actual surface area as |arge as possible.
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Lastly, Tarter concludes (colum 4, |ines 62-68) that
the smaller the conmbined footprint of a set of friction
pads on a rotor, the higher the rotor axial natural
frequency that will be excited by the friction pads. In
addi tion, the higher the axial natural frequency that is
excited, the less likely that torsional nodes at a | ower

natural frequency will be created during a brake
appl i cation.

Fel dmann's invention relates to a brake |ining support in
di sc brakes, particularly in fully-lined disc brakes of notor
vehicles. As shown in Figures 1-4, the disc brake includes a
caliper or actuator 15, a rotor 16, and a brake ring
consisting of three brake |lining support segnents 1, 8, 9. As
shown in Figure 2, segnent 1 is equipped with four brake
linings or pads 2, 3, 4 and 5. Feldmann teaches (colum 3,
I ines 55-56, and claim11) that each support segnment has four

di screte linings or pads.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

claine at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U S 1, 17-18, 148 USPQ 459, 467 (1966).



Appeal No. 1998-1533 Page 10
Appl i cation No. 08/411, 202

Based on the exam ner's analysis and review of Tarter and
claim1, the exam ner ascertained (final rejection, p. 4) that
the only difference is the limtation that the total w dth of
the friction pad nenber is | ess than substantially 1/12 of the
circunferential length of the disc rotor at a position where
the rotor is brought into frictional engagenent w th the upper

portion of the friction pad nenber.

Wth regard to this difference, the exam ner determ ned
(final rejection, p. 4) that it would have been obvious at the
time the invention was nade to a person having ordinary skil
in the art to "have provided the structure of Tarter of for
exanple Fig. 4 wiwth a group of brake shoes spaced in the
manner di scl osed by Feldman [sic, Feldmann]." Alternatively,
the exam ner determned (final rejection, p. 4) that it would
have been an obvi ous expedient at the tine the invention was
made to a person having ordinary skill in the art to

have provided Tarter Fig 5 with a "footprint"™ which would

be smaller than the ratio 1/12 since the size of the

initial footprint would be based on the anticipated wear
during the expected useful cycle of the brake.
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The exam ner further determ ned (final rejection, pp. 4-5)
that it would have been a further obvious expedient at the
time the invention was nade to a person having ordinary skil
inthe art to
have provided Tarter Fig 5 with a "footprint"™ 80 which
woul d be less than the 1/10 (see the bottom of colum 3)

since it was known in the art that the "footprint” would
i ncrease because of wear in the enbodi nent of Fig. 5 (see

colum 4, lines 26-30), and thus with a | arger footprint
the "squeal" frequency would decrease to one which would
be capabl e of being heard by the human ear (See Tarter
Fig. 3).

The appel l ants argue (brief, pp. 8-9) that the conbi ned
teachi ngs of Tarter and Fel dmann woul d not have suggested
reducing the total wdth of Tarter's pad nenber and that
Fel dmann's teachi ngs woul d have suggested increasing the size
of Tarter's pad nenber. Specifically, the appellants contend
that claim1 recites "that each friction pad nmenber has a
total upper width less than substantially 1/12 of the
circunferential length of the disc rotor where the rotor is
brought into frictional engagenment with the friction pad
menber"” and that Tarter and Fel dmann woul d not have suggested

this feature.
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The exam ner (answer, p. 4) responded to this argunent by
noting that the use of the term"substantially 1/12" in claim
1 results in "broad limts, both bel ow and above 1/12" since

"substantially" is considered a broad term

The appel l ants responded (reply brief, pp. 2-3) to this
position of the exam ner by stating that there is "no basis
for expandi ng the nmeani ng of substantially one twelfth to
broad |imts above and bel ow 1/12" and that the term
"substantially is used in recognition of the inexactitude of
manufacturing, not to inpart broad upper and lower linmts on

the total wdth.™"

We agree with the exam ner that the only difference
between claim 1l and Tarter is the limtation that the total
width of the friction pad nenber is |less than substantially
1/ 12 of the circunferential length of the disc rotor at a
position where the rotor is brought into frictional engagenent
with the upper portion of the friction pad nenber. However,
we agree with the appellants' position set forth in the brief

that the conbined teachings of Tarter and Fel dmann woul d not
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have suggested reducing the total width of Tarter's pad
menber. In that regard, we fail to find any evidence* in the
applied prior art that would have nade it obvious at the tine
the invention was made to a person having ordinary skill in
the art to reduce the size of Tarter's pad nenber to neet the
above-noted limtation. Additionally, while Fel dnann does

teach the use of twelve brake pads, we see no reason, absent

“ Evi dence of a suggestion, teaching, or notivation to
nodi fy a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in sone cases, fromthe nature of the problemto be
sol ved, see Pro-Mold & Tool Co. v. Geat Lakes Plastics, Inc.,
75 F.3d 1568, 1573, 37 USPQ@d 1626, 1630 (Fed. G r. 1996),
Para- Ordi nance Mg. v. SGS Inports Intern., Inc., 73 F.3d
1085, 1088, 37 USPRd 1237, 1240 (Fed. Cir. 1995), although
"the suggestion nore often conmes fromthe teachings of the
pertinent references,” In re Rouffet, 149 F.3d 1350, 1355, 47
UsP2d 1453, 1456 (Fed. Cir. 1998). The range of sources
avai |l abl e, however, does not dimnish the requirenent for
actual evidence. That is, the show ng nust be clear and
particular. See, e.g., CR Bard, Inc. v. M3 Sys., Inc., 157
F.3d 1340, 1352, 48 USPQd 1225, 1232 (Fed. Cir. 1998). A
broad concl usory statenent regardi ng the obvi ousness of
nmodi fying a reference, standing alone, is not "evidence."
E.q9., McElnmurry v. Arkansas Power & Light Co., 995 F.2d 1576
1578, 27 USPd 1129, 1131 (Fed. Cir. 1993); In re Sichert,
566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977). See also
In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.
Cr. 1999).
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the use of inperm ssible hindsight®, a person having ordinary
skill in the art would have found it obvious to have provided
Tarter with additional braking pads since this would be

contrary to the teachings of Tarter.

For the reasons set forth above, the decision of the

examner to reject claiml under 35 U S.C. 8 103 is reversed.

We have al so reviewed the Kawase reference additionally
applied in the rejection of claim2 (dependent on claim1l) and
the Iwashita reference applied in the rejection of claim3
(dependent on claim 1) but find nothing therein which makes up
for the deficiencies of Tarter and Fel dmann di scussed above
regarding claiml1l. Accordingly, we cannot sustain the
exam ner's rejection of appealed clains 2 and 3 under 35

U S.C § 103.

> The use of such hindsight know edge to support an
obvi ousness rejection under 35 U . S.C. §8 103 is, of course,
inpermssible. See, for exanple, W L. Gore and Associ ates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cr. 1983), cert. denied, 469 U S. 851 (1984).
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Claim5

We sustain the rejection of claim5 under 35 U S.C. 8§

103.

| ndependent claimb5 reads as foll ows:

A di sc brake assenbly having a pair of brake shoes
to be pressed into contact with a disc rotor secured for
rotation with a road wheel of an autonotive vehicle,

wherein each of said brake shoes has a friction pad
menber havi ng an upper portion opposite a | ower portion,

t he upper portion having an upper width |l ess than a | ower

wi dth of the |ower portion, and the upper width in total

is less than about 1/12 of a circunferential |ength of
said disc rotor at a position where said disc rotor is
brought into frictional engagenent with the upper
portion of said friction pad nenber.

Hunmel 's invention relates generally to brake systens of
the type used in donestic road vehicles, and particularly
concerns an inproved brake friction pad assenbly having an
el astoneri ¢ noi se-danpi ng material incorporated into the
assenbly only after conplete material thermal curing. As
shown in Figures 1 and 2, the disc brake friction pad assenbly
10 conprises a nolded friction pad elenent 12, a thermally

cured el astoneric adhesive film 14 adhered to the mating

surface of elenent 12, a netal backing plate elenent 16 for



Appeal No. 1998-1533 Page 16
Appl i cation No. 08/411, 202

mounting the assenbly in a cooperating vehicle brake system
and rivet fasteners 18 utilized to mechanically join friction
pad el enent 12 to backing plate element 16 with film 14 being
| ocated in an internediate position. As shown in Figure 1
the friction pad el enent 12 has an upper portion opposite a

| oner portion wherein the upper portion has an upper w dth

| ess than a lower width of the | ower portion.

The teachi ngs of Fel dmann have been previously set forth

above with respect to claim1.

Based on the exam ner's analysis and revi ew of Humrel and
claim5, the exam ner ascertained (final rejection, p. 7) that
the only difference is the limtation that the upper width in
total is less than about 1/12 of a circunferential |ength of
said disc rotor at a position where said disc rotor is brought
into frictional engagenent with the upper portion of said

friction pad nenber.

Wth regard to this difference, the exam ner determ ned

(final rejection, p. 7) that it would have been obvious at the
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time the invention was nade to a person having ordinary skil
in the art to "have provided the structure of Hutmmel with a
circunference |like that of Feldmann, in order to provide a

consi stent braking effect under rotational circunstances."”

The appel lants argue (brief, pp. 12-13) that there is
sinply no suggestion in the applied prior art to have conbi ned
t he teachi ngs of Hunmel and Fel dmann to have arrived at the

clainmed invention. W do not agree.

When it is necessary to select elenments of various
teachings in order to formthe clainmed invention, we ascertain
whet her there is any suggestion or notivation in the prior art
to make the sel ection made by the appellants. (Qobvi ousness
cannot be established by conbining the teachings of the prior
art to produce the clained invention, absent sone teaching,
suggestion or incentive supporting the conbination. The
extent to which such suggestion nust be explicit in, or nmay be
fairly inferred from the references, is decided on the facts
of each case, in light of the prior art and its relationship

to the appellants' invention. As stated earlier, it is



Appeal No. 1998-1533 Page 18
Appl i cation No. 08/411, 202

i nperm ssi bl e, however, sinply to engage in a hindsight
reconstruction of the claimed invention, using the appellants
structure as a tenplate and selecting elenents fromreferences
to fill the gaps. The references thensel ves nust provide sone

t eachi ng whereby the appellants' conbinati on woul d have been

obvious. |In re Gornman, 933 F.2d 982, 986, 18 USPQ2d 1885,
1888 (Fed. Cir. 1991) (citations omtted). That is, sonething
in the prior art as a whole nmust suggest the desirability, and
t hus the obviousness, of making the conbination. See In re
Beattie, 974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Cr

1992); Lindemann Maschinenfabrik GrbH v. Anerican Hoi st and

Derrick Co., 730 F.2d 1452, 1462, 221 USPQ 481, 488 (Fed. GCr

1984) .

In this case, it is our opinion that the conbi ned
t eachi ngs of Hummel and Fel dnann woul d have made it obvi ous at
the time the invention was made to a person having ordinary
skill in the art to have provided a disc brake assenbly with a
brake ring as taught by Feldmann with each of the twelve brake
pads thereof made and shaped in the manner taught by Hummel .

In our view, the resulting structure fromthis conbination of
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t he teachi ngs of Hummel and Fel dmann does arrive at the

clainmed invention. 1In this regard, it is our determ nation

t hat the broadest reasonabl e neani ng® of
each of said brake shoes has a friction pad nmenber having
an upper portion opposite a |lower portion, the upper
portion having an upper width less than a | ower w dth of
the lower portion, and the upper width in total is |ess
than about 1/12 of a circunferential |length of said disc
rotor at a position where said disc rotor

is that each friction pad nmenber has a total upper wdth | ess

than about 1/12 of a circunferential |length of the disc rotor

at a position where the disc rotor is brought into frictional

engagenment with the upper portion of each friction pad nenber.

¢ In proceedings before the Patent and Trademark O fice
(PTO, the PTO applies to the verbiage of the clains before it
t he broadest reasonabl e neaning of the words in their ordinary
usage as they would be understood by one of ordinary skill in
the art, taking into account whatever enlightennent by way of
definitions or otherwi se that may be afforded by the witten
description contained in the appellant's specification. ln re
Morris, 127 F.3d 1048, 1054, 44 USPQRd 1023, 1027 (Fed. Cr
1997). See also In re Sneed, 710 F.2d 1544, 1548, 218 USPQ
385, 388 (Fed. Gir. 1983).
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To apply the neani ng sought by the appellants’” would, in our
view, be inproperly reading limtations fromthe specification

into the clains.?

Since the conbi ned teachings of Hummel and Fel dmann woul d
have made it obvious at the tine the invention was nade to a
person having ordinary skill in the art to have arrived at the
clainmed invention for the reasons set forth above, the
decision of the examner to reject claim5 under 35 U S.C. 8§

103 is affirned.

Claimé6
W will not sustain the rejection of claim®6 under 35
U S C § 103.

Dependent claim 6 reads as foll ows:

" The appellants argue that the neani ng should be that the
total width of all the friction pad nmenbers is | ess than about
1/ 12 of the circunferential Iength of the disc rotor.

8 Limtations are not to be read into the clains fromthe
specification. |In re Van Geuns, 988 F.2d 1181, 1184, 26
USPQ2d 1057, 1059 (Fed. Cir. 1993) citing In re Zletz, 893
F.2d 319, 321, 13 USPRd 1320, 1322 (Fed. Cir. 1989).
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A di sc brake assenbly as recited in claim5, wherein
each of said friction pad nenbers is forned in at |east
two laterally spaced portions and wherein the upper width
and lower width are nmeasured at outside edges of
outernost |aterally spaced portions.

Wth respect to claim6, the exam ner ascertained (final
rejection, p. 7) that the applied prior art (i.e., Hunmel)
| acks "a pair of laterally spaced rectangular friction pad

menbers. "

Wth regard to this additional difference, the exam ner
determ ned (final rejection, pp. 7-8) that such a difference

woul d have been obvious fromthe teachings of Iwashita.

The appel l ants argue (brief, p. 13) that the subject
matter of claim®6 is not suggested by the applied prior art.
We agree. First, we note that the exam ner's ascertai nnent of
the difference between claim6 and the prior art is incorrect
since claim®6 does not recite "a pair of laterally spaced
rectangul ar friction pad nenbers.” In fact, claim®6 recites

that "each of said friction pad nenbers is fornmed in at | east
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two | aterally spaced portions” while parent claim5 recites
that the friction pad nenbers have an upper portion having an
upper width which is less than a ower width of a | ower
portion. Second, we see no reason, absent the use of

i nper m ssi bl e hindsight, a person having ordinary skill in the
art would have found it obvious to have further nodified the

t eachi ngs of Hummel and Fel dmann as conbi ned t oget her above
with respect to claim5 by formng each friction pad nmenber in
at least two laterally spaced portions wherein the upper wdth
in total of each friction pad nenber is |ess than about 1/12
of a circunferential length of the disc rotor as set forth in

parent claimb5.

For the reasons set forth above, the decision of the

examner to reject claim6 under 35 U S.C. 8 103 is reversed.

New ground of rejection

Under the provisions of 37 CFR § 1.196(b), we enter the

foll ow ng new ground of rejection.
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Claiml is rejected under 35 U.S.C. 8 102(b) as being

anti ci pated by Fel dmann.

Anticipation by a prior art reference does not require
either the inventive concept of the clainmed subject matter or
the recognition of inherent properties that nmay be possessed

by the prior art reference. See Verdegaal Bros. Inc. v. Union

Gl Co., 814 F.2d 628, 633, 2 USPRd 1051, 1054 (Fed. Cir.),

cert. denied, 484 U S. 827 (1987). A prior art reference

antici pates the subject of a claimwhen the reference
di scl oses every feature of the clained invention, either

explicitly or inherently (see Hazani v. Int'l Trade Conmi n,

126 F. 3d 1473, 1477, 44 USPQ2d 1358, 1361 (Fed. G r. 1997) and

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984)); however, the
| aw of anticipation does not require that the reference teach
what the appellants are claimng, but only that the clains on
appeal "read on" sonething disclosed in the reference (see

Kalman v. Kinberly-dark Corp., 713 F.2d 760, 772, 218 USPQ

781, 789 (Fed. Cir. 1983), cert. denied, 465 U S. 1026

(1984)).
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Claiml is anticipated by Feldmann. W read claim1l on
Fel dmann as follows: A disc brake assenbly having a pair of
brake shoes (two of Feldmann's segnents 1, 8, 9) each with a
friction pad menber (one of Feldmann's pads 2, 3, 4, 5 on each
segnent) to be pressed into contact with a disc rotor
(Fel dmann's rotor 16) having a circunferential |ength secured
for rotation with a road wheel of an autonotive vehicl e,
wherei n upon contact with the brake shoes, the disc rotor
oscillates at a three-nodes dianetric node, wherein each
friction pad nmenber of said brake shoes has an upper portion
with a total wdth determined to be |ess than substantially
1/ 12 of the circunferential length of said disc rotor at a
position where said rotor is brought into frictional
engagenment with the upper portion of said friction pad nenber
(each of Feldmann's pads 2, 3, 4, 5 on each segnent has a
total width ess than 1/12 of the circunferential |ength of
the rotor at a position where the rotor is brought into
frictional engagenent with the upper portion of each pad) so
that the friction pad nenber reduces oscillation frequencies
of said disc rotor so that occurrence and | evel of brake

noi ses noticeably decrease.
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Simlar to our determnation set forth above with respect
toclaimb5, it is our it is our determ nation that the
br oadest reasonabl e neani ng of
each friction pad nmenber of said brake shoes has an upper
portion with a total width determ ned to be | ess than
substantially 1/12 of the circunferential length of said
disc rotor at a position where said rotor is brought into
frictional engagenent with the upper portion of said
friction pad nenber
is that each friction pad nenber has a total width | ess than
substantially 1/12 of a circunferential |ength of the disc
rotor at a position where the disc rotor is brought into
frictional engagenent with the upper portion of each friction
pad nenber.
To apply the nmeani ng sought by the appellants® would, in our

view, be inproperly reading limtations fromthe specification

into the cl ains.

CONCLUSI ON

°® The appellants argue that the neani ng should be that the
total width of all the friction pad nmenbers is | ess than
substantially 1/12 of the circunferential Iength of the disc
rotor.
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To summari ze, the decision of the exam ner to reject
claimb5 under 35 U.S.C. 8§ 103 is affirmed; the decision of the
examner to reject clains 1 to 3 and 6 under 35 U. S.C. 8§ 103
is reversed; and a new rejection of claim1l under 35 U S.C. §
102(b) has been added pursuant to provisions of 37 CFR 8

1. 196(b)

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b). 37 CFR 8§ 1.196(b)
provi des, "[a] new ground of rejection shall not be considered

final for purposes of judicial review™"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:
(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
ori gi nal decision

37 CFR 8 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
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ground of rejection to avoid term nation of proceedings (37
CFR § 1.197(c)) as to the rejected clains:
(1) Submt an appropriate anendnent of the

claims so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record.

Shoul d the appellants el ect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere

incident to the limted prosecution, the affirmed rejection is

over cone.

| f the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned

to the Board of Patent Appeals and Interferences for final
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action on the affirmed rejection, including any tinely request

for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

JEFFREY V. NASE
Adm ni strative Patent Judge

| RW N CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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